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DETAILED ACTION 

This Office Action is in response to a communication made on September 4, . 

2003. 

Claims 1-27 are pending in this application. 

Claim Objections 

Claims 25 and 26 are objected to because of the following informalities: The 
have the limitation "computer-usable media" while the specification defines computer- 
readable storage media. In order to have antecedent support from the specification, the 
claimed limitation must be changed to that which is defined in the specification. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent 

Claims 1-17, 19-22, and 24-27 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Brown (2003/0055908). 

Regarding claims 1, 20, 24, 25, 26, and 27, Brown teaches a method of 
enabling an instant messaging ("IM") user to specify policy information usable in 
responding to arrival of instant messages (Paragraph 42), comprising steps of: 
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defining, by the IM user, policy information specifying criteria for responding to 
arrival of instant messages (Paragraph 55); and 

using the defined policy information, upon arrival of an instant message from an 
IM sender not already participating in an IM session with the IM user, to 
programmatically determine a response to the arriving instant message (Paragraph 60; 
67). 

Regarding claim 2, Brown teaches the method according to claim 1, wherein the 
policy information identifies a particular IM sender (Paragraph 65; 76). 

Regarding claim 3, Brown teaches the method according to claim 1 , wherein the 
policy information identifies characteristics of IM senders (Paragraph 55; 65). 

Regarding claim 4, Brown teaches the method according to claim 1, wherein the 
policy information specifies static criteria (Paragraph 74-77). 

Regarding claim 5, Brown teaches the method according to claim 1, wherein the 
policy information specifies dynamic criteria (Paragraph 94). 

Regarding claim 6, Brown teaches the method according to claim 1 , wherein the 
policy information specifies a combination of static and dynamic criteria (Paragraph 74- 
78; 94). 

Regarding claim 7, Brown teaches the method according to claim 3, wherein the 
using step further comprises the step of accessing a repository, using an identifier of the 
IM sender found in the arriving instant message, to determine whether the 
characteristics are met for this IM sender. (Paragraph 76) 
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Regarding claim 8, Brown teaches the method according to claim 1 , wherein the 
response is to open a new IM window for the arriving instant message (Figure 12, 
elements 162, 9). 

Regarding claim. 9, Brown teaches the method according to claim 1, wherein the 
policy information is specified as a set of rules containing the criteria for opening a new 
IM window for incoming instant messages and wherein the programmatically 
determined response is to open a new IM window for the arriving instant message 
(Paragraph 80). 

Regarding claim 10, Brown teaches the method according to claim 9, wherein 
the rules further specify one or more attributes of the IM window to be opened 
(Paragraph 80). 

Regarding claim 11, Brown teaches the method according to claim 8, wherein 
the policy further specifies one or more attributes of the IM window to be opened 
(Paragraph 80). 

Regarding claim 12, Brown teaches the method according to claim 10, wherein 
one of the attributes comprises whether the IM window to be opened is to be opened in 
a minimized state (Figure 12, elements 162, 5, and 4). 

Regarding claim 13, Brown teaches the method according to claim 10, wherein 
the attributes of the IM window to be opened include whether the window flashes when 
rendered (Paragraph 109). 
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Regarding claim 14, Brown teaches the method according to claim 1, wherein 
the response is to generate an audible indicator to signal the arrival of the instant 
message (Figure 12, elements 162 and 10). 

Regarding claims 15 and 22, Brown teaches the method according to claim 14, 
wherein the audible indicator is generated only if the policy indicates that a new IM 
window is not to be opened for displaying the arriving instant message (Figure 12, 
element 166). 

Regarding claim 16, Brown teaches the method according to claim 1, wherein 
the policy information is specified as a set of rules containing the criteria for opening a 
new IM window for incoming instant messages and wherein the programmatically 
determined response is to display an indicator of the arriving instant message in a 
particular IM window that provides a visual indicator of availability of one or more instant 
messages (Figure 15, elements 190, 192, 194, and 196). 

Regarding claim 17, Brown teaches the method according to claim 16, wherein 
the IM user can selectively view, from the particular IM window, any of the one or more 
instant messages (Figure 15, elements 190, 192, 194, and 196). 

Regarding claim 19, Brown teaches the method according to claim 1, wherein 
the policy information identifies specified types of entries that may be scheduled on the 
IM user's electronic calendar (Paragraph 77; 90). 

Regarding claim 21, Brown teaches the method according to claim 20, further 
comprising the step of providing a visual indicator to the recipient IM user that the 
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instant message was received when the using step does not open the new IM window 
(Paragraph 109). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brown (2003/0055908) in view of Cartmell (7039949). 

Regarding claims 23, Brown teaches a method of controlling proliferation of 
instant messaging ("IM") windows (Paragraph 42), comprising steps of: enabling a 
plurality of IM users to define criteria under which new IM windows should be opened 
responsive to receiving an instant message from message senders with whom an IM 
session is not already established (Paragraph 55); using the defined criteria to 
determine, for at least one of the IM users, whether a new IM window should be 
opened; (Paragraph 60; 67). 

Brown does not explicitly indicate charging a fee for operation of either or both of 
the enabling and using steps. 

Cartmell teaches a system of checking policy before sending messages to a user 
(Abstract), which includes instant messaging (Column 3, lines 34 - 35). Cartmell 
teaches a step of charging a fee for some of the services (Column 10, lines 7 - 9). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use Cartmell's teaching of using ads or fee's in Brown's policy 
based system subsidize costs of the service and to provide revenue support. 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brown in view of Horvitz (2003/0046421). 

Regarding claim 18, Brown teaches the method according to claim 1. 

Brown does not explicitly indicate wherein the policy information identifies a list of 
selected applications that may be active on a computing device of the IM user. 

Horvitz teaches a system with policy information on determining whether to 
forward new communications to a user (Abstract) which includes monitoring the user's 
application usage (Figure 35) plus other user interaction with the computer (Paragraph 
263-265). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use Horvitz's teaching of monitoring a user's activity level and 
application usage in Brown's system in order to create a greater understanding of the 
availability of the user and use that information to determine whether and how to 
forward messages to the user. 

Prior Art 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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U. S. Patent No. 6185603 issued to Henderson, because it teaches using policy 
information to determine whether to alert a user of an incoming message. 

U. S. Patent No. 6640230 issued to Alexander, because it teaches using rules to 
determine how to act on new instant message requests. 

U. S. Patent No. 6907447 issued to Cooperman, because it teaches a system for 
using rules to determine how to display a message window for chat communication. 

U. S. Patent No. 2002/0178227 issued to Matsa, because it teaches a system for 
using policy information to determine how to deliver messages. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin Bates whose telephone number is (571) 272- 
3980. The examiner can normally be reached on 9 am - 5 pm. N 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Saleh Najjar can be reached on (571) 2/2-4006. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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